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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 15, 17, 21 and 24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Jung et al. (20040081434). 

Re claim 15, Jung et al. discloses a disc editing method for a digital 
recording/playing device: building a font recording space in a recordable optical disc 
that stores multi- media data; pre-recording at least one font file in the font recording 
space, the font file comprising a plurality of font codes (character data and figure 7 for 
example); 

inputting an inside code (synchronization information for example) to specify a 
font code in the font file; 

editing a name of the multi-media data with the inside code and the font file (see 
paragraph 0034 and 0037 for example); 

recording the inside code in the recordable optical disc (see paragraph 0075 for 
example); 
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searching the font file for the font code mapping to the inside code (see 
paragraph 0049 and 0050 for example) ; reading the searched font code; and updating 
an on screen display (OSD) based on the font code (see claim 16 for example). 

Re claim 17, Jung et al. discloses a disc editing method, wherein the font file is 
stored in a storage medium (see paragraph 0048 for example). 

Re claim 21 , Jung et al. discloses a disc editing method, wherein the font file 
has a plurality of font data sets stored therein, and the font data set is composed of the 
inside code and the font code (see paragraph 0037 and figure 7 for example). 

Re claim 24, Jung et al. discloses a disc editing method, wherein the inside 
code is inputted via a user interface (see claim 21 for example). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 16, 18-20, 22 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jung et al. 

Re claim 16, the system of Jung et al. discloses the claimed invention except 
wherein the font recording space is a file wrapper index. It would have been an obvious 
matter of design choice to have it programmed to use wherein the font recording space 
is a file wrapper index, since such a modification would have involved the mere 
application of a known technique to a piece of prior art ready for improvement. Where a 
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claimed improvement on a device or apparatus is no more than "the simple substitution 
of one known element for another or the mere application of a known technique to a 
piece of prior art ready for improvement," the claim is unpatentable under 35 U.S.C. 
103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing KSR v. 
Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly Applicant 
claims a combination that only unites old elements with no change in the respective 
functions of those old elements, and the combination of those elements yields 
predictable results; absent evidence that the modifications necessary to effect the 
combination of elements is uniquely challenging or difficult for one of ordinary skill in the 
art, the claim is unpatentable as obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at1396. 
Accordingly, 

Re claim 18, the system of Jung et al. discloses the claimed invention except 
wherein the storage medium is a hard disc installed in the digital recording/playing 
device. It would have been an obvious matter of design choice to have it programmed 
to use wherein the storage medium is a hard disc installed in the digital 
recording/playing device, since such a modification would have involved the mere 
application of a known technique or device to a piece of prior art ready for improvement. 
Where a claimed improvement on a device or apparatus is no more than "the simple 
substitution of one known element for another or the mere application of a known 
technique to a piece of prior art ready for improvement," the claim is unpatentable under 
35 U.S.C. 103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing 
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KSR v. Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly 
Applicant claims a combination that only unites old elements with no change in the 
respective functions of those old elements, and the combination of those elements 
yields predictable results; absent evidence that the modifications necessary to effect the 
combination of elements is uniquely challenging or difficult for one of ordinary skill in the 
art, the claim is unpatentable as obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at1396. 
Accordingly, 

Re claim 19, the system of Jung et al. discloses the claimed invention except 
wherein the storage medium is a memory card. It would have been an obvious matter 
of design choice to have it programmed to use wherein the storage medium is a 
memory card, since such a modification would have involved the mere application of a 
known technique or a device to a piece of prior art ready for improvement. Where a 
claimed improvement on a device or apparatus is no more than "the simple substitution 
of one known element for another or the mere application of a known technique to a 
piece of prior art ready for improvement," the claim is unpatentable under 35 U.S.C. 
103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing KSR v. 
Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly Applicant 
claims a combination that only unites old elements with no change in the respective 
functions of those old elements, and the combination of those elements yields 
predictable results; absent evidence that the modifications necessary to effect the 
combination of elements is uniquely challenging or difficult for one of ordinary skill in the 
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art, the claim is unpatentable as obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at1396. 
Accordingly, 

Re claim 20, the system of Jung et al. discloses the claimed invention except 
wherein the memory card is a compact flash card. It would have been an obvious 
matter of design choice to have it programmed to use wherein the memory card is a 
compact flash card, since such a modification would have involved the mere application 
of a known technique or a device to a piece of prior art ready for improvement. Where a 
claimed improvement on a device or apparatus is no more than "the simple substitution 
of one known element for another or the mere application of a known technique to a 
piece of prior art ready for improvement," the claim is unpatentable under 35 U.S.C. 
103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing KSR v. 
Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly Applicant 
claims a combination that only unites old elements with no change in the respective 
functions of those old elements, and the combination of those elements yields 
predictable results; absent evidence that the modifications necessary to effect the 
combination of elements is uniquely challenging or difficult for one of ordinary skill in the 
art, the claim is unpatentable as obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at1396. 
Accordingly, 

Re claim 22, the system of Jung et al. discloses the claimed invention except 
wherein the font code is a bitmap font. Jung et al. teaches of using bitmap images in 
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the conventional art (see paragraph 0005 for example). It would have been an obvious 
matter of design choice to have it programmed to use wherein the font code is a bitmap 
font, since such a modification would have involved the mere application of a known 
technique to a piece of prior art ready for improvement. Where a claimed improvement 
on a device or apparatus is no more than "the simple substitution of one known element 
for another or the mere application of a known technique to a piece of prior art ready for 
improvement," the claim is unpatentable under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing KSR v. Teleflex, 127 S.Ct. 1727, 1740, 
82 USPQ2d 1385, 1396 (2007)). Accordingly Applicant claims a combination that only 
unites old elements with no change in the respective functions of those old elements, 
and the combination of those elements yields predictable results; absent evidence that 
the modifications necessary to effect the combination of elements is uniquely 
challenging or difficult for one of ordinary skill in the art, the claim is unpatentable as 
obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 USPQ.2d at 1518-19 (BPAI, 
2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at1396. Accordingly, 

Re claim 23, the system of Jung et al. discloses the claimed invention except 
wherein the inside code is a double-byte font set (DBCS). It would have been an 
obvious matter of design choice to have it programmed to use wherein the inside code 
is a double-byte font set (DBCS), since such a modification would have involved the 
mere application of a known technique to a piece of prior art ready for improvement. 
Where a claimed improvement on a device or apparatus is no more than "the simple 
substitution of one known element for another or the mere application of a known 
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technique to a piece of prior art ready for improvement," the claim is unpatentable under 
35 U.S.C. 103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing 
KSR v. Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly 
Applicant claims a combination that only unites old elements with no change in the 
respective functions of those old elements, and the combination of those elements 
yields predictable results; absent evidence that the modifications necessary to effect the 
combination of elements is uniquely challenging or difficult for one of ordinary skill in the 
art, the claim is unpatentable as obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at1396. 
Accordingly, 

Response to Arguments 

5. Applicant's arguments with respect to claims 15-24 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jinhee J. Lee whose telephone number is 571-272- 
1977. The examiner can normally be reached on M-F at 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Bashore can be reached on 571-272-2100 ext. 75. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jinhee J Lee/ 

Primary Examiner, Art Unit 2174 
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